
Si United States Patent AT^D Trademark Office 



CiMTED STATKS DEPARTMENT OF CX>MM£RCE 
United States Patent and TrademartL Oflice 
Address: COMMISSIONER FOR PATEJITS 

P.O.Bcn 1450 

Alcundiia. Virjpub 22313-1450 



APPUCATfONNO. 


RLlN'Ci DAIE 


FDIST NAMED [N\'KNTOR 


1 attornbyd(x:kbtno. 


CX)NFl]lMAinON NO. 


10/018.369 


I2'1.9.'700l 


Huleaki Ito 


740819-715 


4540 



759(» 

NLxon Peabody 
Suite 800 

8 J 80 Greensboro Drive 
McLean, VA 22102 



02/15/2005 



EXAMINER 



HOFFMANK.JOHNM 



art unjt 



PAPER NUMBER 



17M 

DATE MAILED: (Xinsnm 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev, 10/03) 



Office Action Summsn/ 


Application No. 

10/018,369 


Applicant(s) 

ITO ETAL 


Examiner 

John Hoffmann 


Art Unit 

1731 




-- The MAILING DATE of this communication appears on the cover sheet with the correspondence ac 


IdresS" 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply vyrithin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to cx)mnnunication(s) filed on 28 January 2005 . 
2a)l3 This action is FINAL. 2b)n This action is non-final, 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 8 and 10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed 

6) 13 Claim(s) 8.10 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) 0 Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 4) Q Inten/iew Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Pap®' No{s)/Mall Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

P^er No(syMall Date . 6) □ Other: . 
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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berkey 5917109 in view of Baumgart 4820320. 

See the prior office action for the reasoning as to why the claims are obvious. 



Response to Arguments 

Applicant's arguments filed 28 January 2005 have been fully considered but they 
are not persuasive. It is argued that the Office's position that it would have been obvious 
to optimize the process parameters is merely an "obvious to try" rejection. 



From MPEP 2144.05 [R-1] Obviousness of Ranges 

A. Optimization Within Prior Art Conditions or Through Routine Experimentation 
Generally, differences In concentration or temperature will not support the patentability of 
subject matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is critical. "[W]here the general conditions of a claim are 
disclosed In the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955) (Claimed process which was perfonned at a temperature between 40*^0 
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and 80X and an acid concentration between 25% and 70% was held to be prima fade 
obvious over a reference process which differed from the claims only in that the reference 
process was perfonfned at a temperature of lOO^'C and an acid concentration of 10%.); 
>see also Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382 ("The nonnal desire of 
scientists or artisans to improve upon what is already generally known provides the 
motivation to detemnine where In a disclosed set of percentage ranges is the optimum 
combination of percentages,");< ** In re Hoeschele, 406 F.2d 1403, 160 USPQ 809 
(CCPA 1969) (Claimed elastomeric polyurethanes which fell within the broad scope of 
the references were held to be unpatentable thereover because, among other reasons, 
there was no evidence of the criticality of the claimed ranges of molecular weight or molar 
proportions.). For more recent cases applying this principle, see Merck & Co. Inc. v. 
Biocraft Laboratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.). cert, 
denied, 493 U.S. 975 (1989); In re Kulling, 897 F.2d 1147, 14 USPQ2d 1056 (Fed. 
Cir. 1990); and In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997). 
B. Only Result-Effective Variables Can Be Optimized 

A particular parameter must first be recognized as a result-effective variable, i.e., a 
variable which achieves a recognized result, before the detennination of the optimum or 
workable ranges of said variable might be characterized as routine experimentation. In re 
Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977) (The claimed wastewater 
treatment device had a tank volume to contractor area of 0. 1 2 gal./sq. ft. The prior art 
did not recognize that treatment capacity is a function of the tank volume to contractor 
ratio, and therefore the parameter optimized was not recognized in the art to be a result- 
effective variable.). See also In re Boesch, 617 F.2d 272. 205 USPQ 215 (CCPA 1980) 
(prior art suggested proportional balancing to achieve desired results in the formation of an 
alloy). 



It is clear from the above case law that optimizing result effective variables is NOT an 
"obvious to try" type rejection. If it v\^ere, it is clear that courts would not have 
repeatedly held that it is typically not invention to optimize result-effective variables. 

It is further argued that nothing in prior art would achieve the claim range as 
recited in the present invention. U.S patents are presumed to be enabled and that they 
would work as disclosed. If Applicant is of the position that the Berkey and/or Baumgart 
inventions/teachings are not enabled, then the burden is on applicant to demonstrate 
such. 

It is further argued that Berkey and Baumgart do not recognize the advantages 
that Applicant discovered. This is not very relevant because the fact that applicant has 
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recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
othenvise be obvious. See Ex parte Obiaya, 227 USPQ 58. 60 (Bd. Pat. App. & Inter. 
1 985). Furthermore, if during routine experimentation one would actually get the 
bubbles and/or fiber eccentricity (based on what applicant says would happen) - the 
routineer would make note such and realize that the corresponding parameters do NOT 
result in an optimized product - rather a defective product results. Applicant's 
argument that routine experimentation would result in a defective product does not 
make sense. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone. number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding Is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contajcj th^j|^lectronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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